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SERIAL
NUMBER

85850245

LAW OFFICE
ASSIGNED

LAW OFFICE 107

MARK SECTION (no change)

ARGUMENT(S)

RESPONSE TO FINAL OFFICE ACTION OF DECEMBER 23, 2013
AND REQUEST FOR RECONSIDERATION

 
REMARKS
 
The above-identified application has been carefully reviewed in view of the Final Official Action mailed December
23, 2013. Reconsideration and withdrawal of the rejection entered by the Examining Attorney is respectfully
requested in light of the arguments and authorities presented below.
 

I.                    THE EXAMINING ATTORNEY’S REFUSAL TO REGISTER UNDER SECTION 2(e)(1) IS
IMPROPER

 
The Examiner has maintained the objection to the present application and rejected Applicant’s arguments that
the mark does not merely describe a feature or function of Applicant’s goods and is, at most, suggestive of the
subject goods.  After reviewing the Examiner’s arguments in the Final Office Action of December 23, 2013,
Applicant submits that the Examiner has reached an incorrect conclusion based upon an inappropriately narrow
view of the relevant genus of goods/services. 
 
Applicant reincorporates by reference the arguments of its earlier response as if fully set forth herein and
respectfully requests reconsideration and withdrawal of the rejection under Section 2(e)(1).
 

A.                  The Applicant’s Goods Are Not Immediately Apparent From Applicant’s Mark
 
The Examiner has argued that the distinctiveness or descriptiveness of a mark must be determined “in relation to
an applicant’s goods and/or services, not in the abstract.”   However, Applicant respectfully submits that the
Examiner has incorrectly defined the scope of the goods/services at issue.
 
Upon filing of the subject application, Applicant defined its claimed goods as “smartphone software applications.”
  At the insistence of the Examiner, Applicant was obliged to amend its application to claim “Computer application
software for smartphones, namely, software for selecting cosmetic products and storing users’ cosmetics
preferences.”   The Examiner then used her own unduly narrow construction of the claimed goods as a basis for
rejecting Applicant’s mark as merely descriptive.
 
While the Examiner is correct that the descriptiveness determination must be made with relation to the claimed
goods/services, she ignores the TMEP’s instruction that she take into account “the context in which the mark is
used or intended to be used in connection with those goods/services, and the possible significance that the mark



would have to the average purchaser of the goods or services in the marketplace.”   TMEP § 1209.01(b) (citing
the same cases cited in the Final Office Action).  The context in which the ordinary or expected consumer would
encounter the mark is entirely absent from the Examiner’s reasoning.
 
To borrow terminology from the Federal Circuit’s H. Marvin Ginn Corp. test for genericness, the Examiner failed
to correctly identify the appropriate genus of goods for the descriptiveness evaluation.  It is the artificial narrowing
of the goods used in the Examiner’s evaluation that Applicant objects to.
 
In the classic structure for a recitation of goods, the genus is the category that precedes “namely,” and the
USPTO typically requires that the applicant specify a species following “namely.”   Here, Applicant claims the
genus “computer application software for smartphones.”   However, the Examiner does not consider the subject
mark in relation to this genus.  The Examiner instead considers the mark in relation to the artificially-defined
category of “software for selecting cosmetic products and storing users’ cosmetics preferences.”   This error is a
harmful one.
 
The practical reality of smartphone application software is that it is a genus unto itself.  iPhone users encounter
all iPhone applications in a single App Store.  Android users access all available smartphone applications through
Google Play.  It is in this manner that the ordinary purchaser would encounter the subject mark – one among the
sea of 800,000+ apps in both Apple’s App Store and Google Play as of April 2013 (see at Exhibit A the attached
report from Time magazine).  At most, the average consumer might find Applicant’s app in a broad subcategory
(or “species” in our taxonomic analogy) of health and beauty apps.  
 
Even within this species, the BLUSH ‘N BRUSH mark does not immediately convey the nature or function of the
app.  “BLUSH” in the mark could refer to color cosmetics or simply to a pink or rosy color, as indicated by the
first definition in the attached Exhibit B (a screenshot from the Merriam-Webster.com definition for “blush”).  
“BRUSH” could refer to a physical brush, such as a cosmetic applicator brush or a hairbrush, or it could be used
as a verb.  In the smartphone context in particular, “brush” could refer to the touch-screen gestures employed to
scroll the screen vertically or horizontally.  (See the second and third definitions in the attached Exhibit C.)
 
Moreover, the variety of smartphone applications available are such that a consumer might first wonder whether
Applicant’s app is a shopping app for cosmetics and accessories, whether Applicant’s app contains instructional
videos for the application of makeup, or whether Applicant’s app provides the ability to store cosmetic
preferences.  The BLUSH ‘N BRUSH mark does not tell the consumer which of several relevant functions the
app serves. 
 
Once the proper context of goods/services is considered, it becomes clear that the Examiner has reached an
erroneous conclusion.  While the mark may have the very small degree of descriptiveness necessary for the
suggestion process to occur, it is not immediately apparent from the mark itself what function the smartphone app
serves among the 800,000+ other apps available in either app store. 
 
Accordingly, Applicant respectfully requests that the Examiner withdraw the rejection of BLUSH ‘N BRUSH
under Section 2(e)(1).
 

B.                  Registration of the Subject Mark on the Principal Register Does Not Offend the
Public Policy Considerations in Denying Registration of Descriptive Marks

 
One hallmark of a descriptive mark is that reserving its use to a single registrant would unfairly restrict
competitors from using similar descriptive language in their own advertising.  As the Examiner correctly stated in
the Final Office Action, “Businesses and competitors should be free to use descriptive language when describing
their own goods and/or services to the public in advertising and marketing materials.”
 
Registration of Applicant’s mark on the Principal Register would not unfairly restrict other software developers
from describing their own smartphone application.  Even if the competing smartphone app performed a function
identical to Applicant’s app, the competitor would have ample means to name, describe and advertise its
software without using the BLUSH ‘N BRUSH mark.  
 
In this regard, the subject mark is similar to the type of mark described in TEMP 1209.03(d):  “a mark comprising
a combination of merely descriptive components is registrable if the combination of terms creates a unitary mark
with a unique, nondescriptive meaning, or if the composite has a bizarre or incongruous meaning as applied to
the goods.”   Like the SUGAR & SPICE mark approved in In re Colonial Stores Inc. and the SNO-RAKE mark
held not merely descriptive of a snow removal hand tool in In re Shutts, Applicant’s mark creates a unique,
nondescriptive meaning that does not unfairly limit competitors.



 
Even assuming arguendo that the words “BLUSH” and “BRUSH” are merely descriptive of the correct genus of
computer application software for smartphones – which Applicant does not believe they are – the mark BLUSH
‘N BRUSH combines the two terms in such a way that the composite result is unique and suggestive.
 
Accordingly, Applicant submits that the Examiner was incorrect in concluding that the composite mark is merely
descriptive for smartphone apps.
 

C.         The Examiner is Urged to Allow the Marketplace to Determine Whether the Mark is
Suggestive

 
Applicant again refers the Examiner to the Federal Circuit’s ruling in In re Merrill Lynch, Pierce, Fenner and
Smith, Inc., 4 U.S.P.Q.2d 1141, 1144 (Fed. Cir. 1987), and the Trademark Trial and Appeal Board’s ruling in In
re Distribution Codes, Inc., 199 U.S.P.Q. 508, 511 (T.T.A.B. 1978). 
 
The marketplace is in the best position to evaluate the whether a mark is merely descriptive and, if any member
of the public will consider themselves injured by the registration of the subject mark, s/he will have ample
opportunity to oppose its registration.  Because the subject mark is at least potentially suggestive, the mark
should be allowed to proceed to publication in accordance with the precedent of In re Merrill Lynch and In re
Distribution Codes..
 
II.         NOTICE OF INTENT TO FILE APPEAL
 
By way of notice only, Applicant hereby informs the Examiner of its intent to appeal any continued rejection of the
present application.
 
III.        CONCLUSION
 
The above-identified application has been carefully reviewed in light of the Final Office Action mailed December
23, 2013.  It is believed that each of the objections raised by the Examiner is satisfied by the present amendment
and response.
 
When the correct genus of goods/services is considered, it becomes clear that Applicant’s mark BLUSH ‘N
BRUSH is not merely descriptive of the claimed goods under Section 2(e)(1) of the Lanham Act.  It is, instead,
suggestive of Applicant’s smartphone application software in that it requires the consumer who encounters the
app amongst 800,000 others to go through a multi-step reasoning process to ascertain the goods offered under
the mark.  Moreover, registration of the subject mark on the Principal Register will not unfairly disadvantage
competitors because the overall impression of the composite mark is suggestive, not descriptive.
 
Accordingly, Applicant respectfully requests that the objection be withdrawn and the BLUSH ‘N BRUSH mark
approved for publication at the earliest possible date.  Applicant’s attorney requests that the Examining Attorney
contact the undersigned if further clarification is needed or if a telephone conference would be useful in resolving
the issues pending in this matter.
 
Respectfully submitted,
 
/s/ Elisabeth A. Evert                
Elisabeth A. Evert
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Request for Reconsideration after Final Action
To the Commissioner for Trademarks:

Application serial no. 85850245 has been amended as follows:

ARGUMENT(S)
In response to the substantive refusal(s), please note the following:

RESPONSE TO FINAL OFFICE ACTION OF DECEMBER 23, 2013
AND REQUEST FOR RECONSIDERATION

 
REMARKS
 
The above-identified application has been carefully reviewed in view of the Final Official Action mailed
December 23, 2013. Reconsideration and withdrawal of the rejection entered by the Examining Attorney is
respectfully requested in light of the arguments and authorities presented below.
 

I.                    THE EXAMINING ATTORNEY’S REFUSAL TO REGISTER UNDER SECTION 2(e)(1) IS
IMPROPER

 
The Examiner has maintained the objection to the present application and rejected Applicant’s arguments



that the mark does not merely describe a feature or function of Applicant’s goods and is, at most, suggestive
of the subject goods.  After reviewing the Examiner’s arguments in the Final Office Action of December 23,
2013, Applicant submits that the Examiner has reached an incorrect conclusion based upon an inappropriately
narrow view of the relevant genus of goods/services. 
 
Applicant reincorporates by reference the arguments of its earlier response as if fully set forth herein and
respectfully requests reconsideration and withdrawal of the rejection under Section 2(e)(1).
 

A.                  The Applicant’s Goods Are Not Immediately Apparent From Applicant’s Mark
 
The Examiner has argued that the distinctiveness or descriptiveness of a mark must be determined “in
relation to an applicant’s goods and/or services, not in the abstract.”   However, Applicant respectfully submits
that the Examiner has incorrectly defined the scope of the goods/services at issue.
 
Upon filing of the subject application, Applicant defined its claimed goods as “smartphone software
applications.”   At the insistence of the Examiner, Applicant was obliged to amend its application to claim
“Computer application software for smartphones, namely, software for selecting cosmetic products and
storing users’ cosmetics preferences.”   The Examiner then used her own unduly narrow construction of the
claimed goods as a basis for rejecting Applicant’s mark as merely descriptive.
 
While the Examiner is correct that the descriptiveness determination must be made with relation to the claimed
goods/services, she ignores the TMEP’s instruction that she take into account “the context in which the mark
is used or intended to be used in connection with those goods/services, and the possible significance that the
mark would have to the average purchaser of the goods or services in the marketplace.”   TMEP § 1209.01(b)
(citing the same cases cited in the Final Office Action).  The context in which the ordinary or expected
consumer would encounter the mark is entirely absent from the Examiner’s reasoning.
 
To borrow terminology from the Federal Circuit’s H. Marvin Ginn Corp. test for genericness, the Examiner
failed to correctly identify the appropriate genus of goods for the descriptiveness evaluation.  It is the artificial
narrowing of the goods used in the Examiner’s evaluation that Applicant objects to.
 
In the classic structure for a recitation of goods, the genus is the category that precedes “namely,” and the
USPTO typically requires that the applicant specify a species following “namely.”   Here, Applicant claims the
genus “computer application software for smartphones.”   However, the Examiner does not consider the
subject mark in relation to this genus.  The Examiner instead considers the mark in relation to the artificially-
defined category of “software for selecting cosmetic products and storing users’ cosmetics preferences.”  
This error is a harmful one.
 
The practical reality of smartphone application software is that it is a genus unto itself.  iPhone users
encounter all iPhone applications in a single App Store.  Android users access all available smartphone
applications through Google Play.  It is in this manner that the ordinary purchaser would encounter the subject
mark – one among the sea of 800,000+ apps in both Apple’s App Store and Google Play as of April 2013
(see at Exhibit A the attached report from Time magazine).  At most, the average consumer might find
Applicant’s app in a broad subcategory (or “species” in our taxonomic analogy) of health and beauty apps.  
 
Even within this species, the BLUSH ‘N BRUSH mark does not immediately convey the nature or function of
the app.  “BLUSH” in the mark could refer to color cosmetics or simply to a pink or rosy color, as indicated by
the first definition in the attached Exhibit B (a screenshot from the Merriam-Webster.com definition for
“blush”).   “BRUSH” could refer to a physical brush, such as a cosmetic applicator brush or a hairbrush, or it
could be used as a verb.  In the smartphone context in particular, “brush” could refer to the touch-screen
gestures employed to scroll the screen vertically or horizontally.  (See the second and third definitions in the
attached Exhibit C.)
 
Moreover, the variety of smartphone applications available are such that a consumer might first wonder
whether Applicant’s app is a shopping app for cosmetics and accessories, whether Applicant’s app contains
instructional videos for the application of makeup, or whether Applicant’s app provides the ability to store
cosmetic preferences.  The BLUSH ‘N BRUSH mark does not tell the consumer which of several relevant
functions the app serves. 
 



Once the proper context of goods/services is considered, it becomes clear that the Examiner has reached an
erroneous conclusion.  While the mark may have the very small degree of descriptiveness necessary for the
suggestion process to occur, it is not immediately apparent from the mark itself what function the smartphone
app serves among the 800,000+ other apps available in either app store. 
 
Accordingly, Applicant respectfully requests that the Examiner withdraw the rejection of BLUSH ‘N BRUSH
under Section 2(e)(1).
 

B.                  Registration of the Subject Mark on the Principal Register Does Not Offend the
Public Policy Considerations in Denying Registration of Descriptive Marks

 
One hallmark of a descriptive mark is that reserving its use to a single registrant would unfairly restrict
competitors from using similar descriptive language in their own advertising.  As the Examiner correctly stated
in the Final Office Action, “Businesses and competitors should be free to use descriptive language when
describing their own goods and/or services to the public in advertising and marketing materials.”
 
Registration of Applicant’s mark on the Principal Register would not unfairly restrict other software developers
from describing their own smartphone application.  Even if the competing smartphone app performed a
function identical to Applicant’s app, the competitor would have ample means to name, describe and
advertise its software without using the BLUSH ‘N BRUSH mark.  
 
In this regard, the subject mark is similar to the type of mark described in TEMP 1209.03(d):  “a mark
comprising a combination of merely descriptive components is registrable if the combination of terms creates a
unitary mark with a unique, nondescriptive meaning, or if the composite has a bizarre or incongruous meaning
as applied to the goods.”   Like the SUGAR & SPICE mark approved in In re Colonial Stores Inc. and the
SNO-RAKE mark held not merely descriptive of a snow removal hand tool in In re Shutts, Applicant’s mark
creates a unique, nondescriptive meaning that does not unfairly limit competitors.
 
Even assuming arguendo that the words “BLUSH” and “BRUSH” are merely descriptive of the correct genus
of computer application software for smartphones – which Applicant does not believe they are – the mark
BLUSH ‘N BRUSH combines the two terms in such a way that the composite result is unique and suggestive.
 
Accordingly, Applicant submits that the Examiner was incorrect in concluding that the composite mark is
merely descriptive for smartphone apps.
 

C.         The Examiner is Urged to Allow the Marketplace to Determine Whether the Mark
is Suggestive

 
Applicant again refers the Examiner to the Federal Circuit’s ruling in In re Merrill Lynch, Pierce, Fenner and
Smith, Inc., 4 U.S.P.Q.2d 1141, 1144 (Fed. Cir. 1987), and the Trademark Trial and Appeal Board’s ruling in
In re Distribution Codes, Inc., 199 U.S.P.Q. 508, 511 (T.T.A.B. 1978). 
 
The marketplace is in the best position to evaluate the whether a mark is merely descriptive and, if any
member of the public will consider themselves injured by the registration of the subject mark, s/he will have
ample opportunity to oppose its registration.  Because the subject mark is at least potentially suggestive,
the mark should be allowed to proceed to publication in accordance with the precedent of In re Merrill Lynch
and In re Distribution Codes..
 
II.         NOTICE OF INTENT TO FILE APPEAL
 
By way of notice only, Applicant hereby informs the Examiner of its intent to appeal any continued rejection of
the present application.
 
III.        CONCLUSION
 
The above-identified application has been carefully reviewed in light of the Final Office Action mailed
December 23, 2013.  It is believed that each of the objections raised by the Examiner is satisfied by the
present amendment and response.
 
When the correct genus of goods/services is considered, it becomes clear that Applicant’s mark BLUSH ‘N
BRUSH is not merely descriptive of the claimed goods under Section 2(e)(1) of the Lanham Act.  It is, instead,
suggestive of Applicant’s smartphone application software in that it requires the consumer who encounters
the app amongst 800,000 others to go through a multi-step reasoning process to ascertain the goods offered
under the mark.  Moreover, registration of the subject mark on the Principal Register will not unfairly
disadvantage competitors because the overall impression of the composite mark is suggestive, not
descriptive.



 
Accordingly, Applicant respectfully requests that the objection be withdrawn and the BLUSH ‘N BRUSH mark
approved for publication at the earliest possible date.  Applicant’s attorney requests that the Examining
Attorney contact the undersigned if further clarification is needed or if a telephone conference would be useful
in resolving the issues pending in this matter.
 
Respectfully submitted,
 
/s/ Elisabeth A. Evert                
Elisabeth A. Evert
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Request for Reconsideration Signature
Signature: /Elisabeth A. Evert/     Date: 06/23/2014
Signatory's Name: Elisabeth A. Evert
Signatory's Position: Attorney of record, Texas bar member

Signatory's Phone Number: 214-953-1181

The signatory has confirmed that he/she is an attorney who is a member in good standing of the bar of the
highest court of a U.S. state, which includes the District of Columbia, Puerto Rico, and other federal
territories and possessions; and he/she is currently the applicant's attorney or an associate thereof; and to
the best of his/her knowledge, if prior to his/her appointment another U.S. attorney or a Canadian
attorney/agent not currently associated with his/her company/firm previously represented the applicant in
this matter: (1) the applicant has filed or is concurrently filing a signed revocation of or substitute power
of attorney with the USPTO; (2) the USPTO has granted the request of the prior representative to
withdraw; (3) the applicant has filed a power of attorney appointing him/her in this matter; or (4) the
applicant's appointed U.S. attorney or Canadian attorney/agent has filed a power of attorney appointing
him/her as an associate attorney in this matter.

The applicant is filing a Notice of Appeal in conjunction with this Request for Reconsideration.
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